United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE | 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/997,099 


11/29/2001 


Mary Mowrey-McKee 


LP/V-31594/A 


3645 



31781 7590 10/09/2007 

CIBA VISION CORPORATION 
PATENT DEPARTMENT 
1 1460 JOHNS CREEK PARKWAY 
DULUTH, GA 30097-1556 



EXAMINER 



YU.G1NAC 



ART UNIT 



PAPER NUMBER 



1617 



MAIL DATE 



10/09/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

09/997,099 


Applicant(s) 

MOWREY-MCKEE ET AL. 


Examiner 

Gina C. Yu 


Art Unit 

1617 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 21 , 2007 has been entered. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 10-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Smith (US 7067547 B1). 

Smith teaches an aqueous contact lens solution comprising an effective amount 
of preserving agent and buffer, wherein the preserving agent is polyhexamethylene 
biguanimide and alexidine salts, and the buffer is Bis Tris Propane buffer. See col. 1, 
lines 23 - 33; Claim 2. The reference also indicates that surfactants (poloxamines and 
poloxamer), chelating agents (edentate disodium dihydrate), tonicity agent (sodium 
chloride), and a cellulosic viscosity modifying agent are commonly added in marketed 
products. See Example. 

While there is no specific formulation comprising applicants' microbicide and Bis 
Tris propane buffer, it is viewed that one of ordinary skill in the art at the time of the 
present invention would have obviously made the combination according to the 
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teachings of the Smith reference in expectation of successfully making an aqueous 
contact lens solution. 

Bis Tris Propane of the prior art is said to be "1 , 2-bis- 
ris(hydroxymethyl)methylamino)propane". It is viewed that applicants' bis tris propane 
is not oatentablv distinct form the prior art bis tris propane., which is position isomer of 
and chemically similar to, the bis tis propane of the present invention, 1 ,3-bis 
(tris(hydroxymethyl)methylamino)propane. Thus a skilled artisan would have had a 
reasonable expectation that using 1 ,3-bis (tris(hydroxymethyl)methylamino)propane as 
suggested by Smith would have produced similar disinfectant results as recited by the 
present claims. 

Response to Arguments 

Applicant's arguments with respect to claims 10-18 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicants assert that the prior art fails to teach the claimed disinfectant property 
as recited by the present invention. However, as discussed above, Smith already 
teaches using "1 , 2-bis-ris(hydroxymethyl)methylamino)propane" bis-tris buffer in 
combination with the same polyhexamethylene biguanimide antimicrobial agent to make 
a contact lens solution. The fact that applicant has recognized another advantage 
which would flow naturally from following the suggestion of the prior art cannot be the 
basis for patentability when the differences would otherwise be obvious. See Ex parte 
Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). In this case, burden is on 
applicants to show that applicant's composition produces unexpected and nonobvious 
results in comparison to the closest prior art. 
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Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 
The examiner can normally be reached on Monday through Friday, from 9:00 AM until 
6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gina Yu 

Patent Examiner 



